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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )KI Responsive to communication(s) filed on September 2, 2008, January 9, 2009 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-24 and 30-40 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-14. 16-24.34.35 and 38-40 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

The Amendment filed January 9, 2009 has been entered. 
Claims 25-29 are cancelled. 

Claims 1-14, 16-24 and 34-35 are currently amended. 

Claim 15 is withdrawn, currently amended. 

Claims 30-33 and 36-37 are withdrawn. 

Claims 38-40 are new. 

Claims 1-24 and 30-40 are pending. 

Claims 1-14, 16-24, 34-35 and 38-40 are examined. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

All previous objections and rejections not set forth below have been withdrawn. 



Election/Restrictions 

Applicants' request that the claims of any nonelected group which depend from or 
otherwise include all the limitations of an allowed elected claim, be rejoined upon an indication 
of allowability for the elected claim, is acknowledged (replies page 11). 



Claim Rejections - 35 USC § 112 



The following is a quotation of the first paragraph of 35 U.S. C. 112: 



The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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Claims 1-2, 4-14, 16-24 and 34-35 remain rejected, and claims 38-40 are rejected, under 
35 U.S.C. 1 12, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in such a way 
as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention, for the reasons of record set forth 
in the office action mailed April 2, 2008. 

Applicants' arguments filed September 2, 2008 and January 9, 2009 have been fully 
considered but they are not persuasive. 

Applicants maintain that the rejection no longer applies because the present claims 
employ both structural and functional limitations to describe the claimed products (replies page 
12). 

The rejection is maintained with respect to claims 1-2, 4-14, 16-24 and 34-35, and 
applied to new claims 38-40, because Applicant has not described a representative number of 
species falling within the scope of the claimed genus which encompasses numerous undisclosed 
and/or uncharacterized nucleic acid sequences that are capable of increasing expression of a 
cdc27a gene, nor the structural features unique to the genus that are correlated with the required 
function (claims 14, 21 and 23-24). Applicant also has not described a representative number of 
species falling within the scope of the claimed genus which encompasses numerous undisclosed 
and/or uncharacterized cdc27a nucleic acid sequences that are useful for specifically modifying a 
plant's phenotype when their expression is increased in a plant or plant part, nor the structural 
features unique to the genus that are correlated with the required function (claim 22). Applicant 
additionally has not described a representative number of species falling within the scope of the 
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claimed genus which encompasses cdc27a nucleic acid sequences that encode CDC27A proteins 
that are at least 95% or 99% homologous to SEQ ID NO:2 and that are useful for specifically 
modifying a plant's phenotype when their expression is increased in a plant or plant part, nor the 
structural features unique to the genus that are correlated with the required function (Claims 1-2, 
4-13, 16-20, 34-35 and 38-40). 

Claims 1-2, 4-14, 16-24 and 34-35 remain rejected, and claims 38-40 are rejected, under 
35 U.S.C. 1 12, first paragraph, because the specification, while being enabling for a method 
comprising introducing into a plant in a sense direction a cdc27 nucleic acid sequence having a 
sequence of SEQ ID NO: 1 or encoding SEQ ID NO:2, does not reasonably provide enablement 
for methods comprising introducing into a plant other nucleic acid sequences. The specification 
does not enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention commensurate in scope with these claims, for the 
reasons of record set forth in the office action mailed April 2, 2008. 

Applicants' arguments filed September 2, 2008 and January 9, 2009 have been fully 
considered but they are not persuasive. 

Applicants maintain that the rejection no longer applies because no undue 
experimentation would be required to make and use the claimed products which are described by 
structural and functional limitations (replies page 12). 

The rejection is maintained with respect to claims 1-2, 4-14, 16-24 and 34-35, and 
applied to new claims 38-40, because the specification does not provide sufficient guidance with 
respect to which nucleic acids other than a cdc27nucleic acid sequence having a sequence of 
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SEQ ID NO:l or encoding SEQ ID NO:2 will increase the expression of a cdc27a nucleic acid in 
a plant cell and produce a predictable result. Such guidance is necessary because the effect of 
expressing in a plant a nucleic acid encoding CDC27 homologue is unpredictable. Absent such 
guidance one skilled in the art would have to screen a variety of different types of nucleic acids 
for their ability to increase the expression of a cdc27a nucleic acid in a plant cell, and then 
further determine their effect when expressed in a plant transformed therewith in order to identity 
other nucleic acids that will increase the expression of a cdc27a nucleic acid in a plant cell and 
produce a predictable result. Such a trial and error approach to practicing the claimed invention 
would constitute undue experimentation. 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 21 remains rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention, for the reasons of record set forth in the office action mailed April 2, 2008. 

Applicants' arguments filed September 2, 2008 and January 9, 2009 have been fully 
considered but they are not persuasive. 

Applicants maintain that the rejection is rendered moot in view of the claim amendments 
(replies page 12). 

The rejection is maintained because the claim amendments do not provide antecedent 
basis for "the nucleic acid sequence of (i)" recited in line 6. 
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Claim 10, and claims 11-13 dependent thereon, are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Claim 10, and claims 11-13 dependent thereon, 
are indefinite because there is insufficient antecedent basis for "said changed development" 
recited in line 2 of claim 10. 

Claim 20 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 20 is indefinite because there is insufficient antecedent basis for "The plant 
part" recited in line 1 . 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one \ear prior to the date of application for patent in the United States. 

Claims 14, 21, 22 ,23 and 24 remain rejected, and claim 38 is rejected, under 35 
U.S.C. 102(b) as being anticipated by Hemerly A. et al. (WO 01/02430, published 1 1 January 
2001), for the reasons of record set forth in the office action mailed April 2, 2008. 

Applicants' arguments filed September 2, 2008 and January 9, 2009 have been fully 
considered but they are not persuasive. 

Applicants maintain that because Hemerly does not disclose the step of selecting 
a plant having at least one modified phenotype selected from the group consisting of increased 
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plant organ size, increased numbers of a plant organ, earlier flowering, or accelerated 
development compared to a plant obtained from the corresponding untransformed plant cell, 
Hemerly does not anticipate the rejected claims (replies pages 12-13). 

Applicants arguments are unpersuasive with respect to claims 14, 21, 22 ,23, 24 and 38, 
because these claims do not require selection for at least one modified phenotype selected from 
the group consisting of increased plant organ size, increased numbers of a plant organ, earlier 
flowering, or accelerated development. 

With respect to new claim 38, the cdc27a nucleic acid taught by Hemerly encodes an 
amino acid sequence having at least 95% sequence identity with SEQ ID NO:2. 



ID AAB68952 standard; peptide; 728 AA. 




PR 05-JUL-1999; 99EP-00202214 . 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 1-13, 16-21, 34-35 and 39-40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hemerly A. et al. (WO 01/02430, published 1 1 January 2001) in view of John 
(U.S. Patent No. 5,750,862, issued May 12, 1998). 

The claims are drawn to methods of making plants transformed with a nucleic acid 
encoding a CDC27A protein that is at least 95% homologous to SEQ ID NO:2, and selecting 
transformed plants that have a modified phenotype including increased organ size. 

The teachings of Hemerly A. et al. are set forth above and in the prior office action. 

Hemerly A. et al. do not teach selecting transformed plants that have a modified 
phenotype including increased organ size and accelerated development. 

John teaches methods for controlling plant cell growth comprising modulating the level 
and/or catalytic activity of a cell cycle control protein in said plant for a time and under 
conditions sufficient to modify or control cell division, including transformation methods 
(abstract; column 2 lines 54-64) . John also teaches that his methods can be employed to 
stimulate cell division, for example in plant organs to increase their final size (paragraph 
spanning columns 4-5). John additionally teaches that his methods can be also employed to 
stimulate, for example, canopy growth, and root and shoot growth (column 4 lines 6-48). 

Given the teachings of Hemerly A. et al. that DNA replication and mitosis are altered in 
their cells of plants transformed with a nucleic acid encoding a CDC27A protein that is at least 
95% homologous to SEQ ID NO:2, and given the teachings of John that stimulating cell division 
(mitosis) in plant can stimulate the growth of plants and plant parts, it would have been prima 
facie obvious to one skilled in the art at the time the invention was made to select plants 
transformed according to the method of Hemerly A. et al. for a modified phenotype associated 
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with improved growth, such as increased organ size or accelerated development. One skilled in 
the art would have been motivated to do so in order to develop plants having improved 
phenotypic characteristics. One skilled in the art would have had a reasonable expectation of 
success given the state of the art of plant transformation at the time of filing, and given the 
teachings of both Hemerly A. et al. and John with respect to cell division (mitosis). Accordingly, 
one skilled in the art would have been motivated to generate the claimed invention with a 
reasonable expectation of success. Thus, the claimed invention would have been prima facie 
obvious as a whole to one of ordinary skill in the art at the time the invention was made. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Remarks 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Collins whose telephone number is (571) 272-0794. The 
examiner can normally be reached on Monday-Friday 8:45 AM -5:15 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Cynthia Collins/ 

Primary Examiner, Art Unit 1638 

CC 



